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IN THE UNITED STATES PATENT & TRADEMARK OFFICE 



Bemd DISSE 




Serial No.: 



10/644,333 



Filed: 



08/20/2003 



Docket: 1/1196-1-C1 



For: 



Compounds For Treating Inflammatory Diseases 



Petition to Revive Application as Abandoned Under 37 C.F.R. § 1.181(a)(1) 



Dear Sir: 



This is a petition to revive U.S. Patent Application 10/644,333, filed on August 20, 2003, 
(hereinafter "the Application") 

I. The U.S.P.T.O. has the authority to withdraw the holding of abandonment based on 
failure to receive office action. See Detear. V. Schulver. 172 USPO 513 (D.D.C. 1971); 

In Detear. V. Schulver* 172 USPO 513 (D.D.C. 1971), the court decided that the office should 
mail a new Notice of Allowance in view of the evidence presented in support of the contention 
that the applicants' s representative did not receive the original Notice of Allowance. Under the 
reasoning of Delgar, an allegation that an office action was never received may be considered in 
a petition to withdraw the holding of abandonment. If adequately supported, the Office may 
grant the petition to withdraw the holding of abandonment and remail the office action. That is, 
the reasoning of Delgar is applicable regardless of whether an application is held abandoned for 
failure to timely pay the issue fee (35 U.S.C. 151) or for failure to prosecute (35 U.S.C. 133). 

II. The Showing Requirement : 

The showing required to establish nonreceipt of an Office communication must include: 

(a) a statement from the practitioner stating that the Office communication was not 
received by the practitioner; and 

(b) attesting to the fact that a search of the file jacket and docket records indicates that 
the Office communication was not received. 

(c) a copy of the docket record where the nonreceived Office communication would 
have been entered had it been received and docketed must be attached to and referenced 
in practitioner's statement. 
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In consideration of these requirements, the practitioner, Andrea D. Small, Reg. No. 54,859, 
attests the following: 

(a) The office communication of October 15, 2004 , was not received by the practitioner; 

(b) A search of the file jacket and docket records (see Exhibits A, B and C) indicates that the 
Office communication was not received. Exhibit A is a copy of the electronic List of Actions 
logged for the case where no log was entered for a Office communication dated October 15, 
2004; Exhibit B is a copy of all replies docketed for a date three months from the mail date of 
the nonreceived office action, where no due date was generated for Office communication dated 
October 15, 2004; and Exhibit C is a mail log for the period starting October 15, 2004 through 
November 17 th , 2004, where no entry of an Office communication was made for the 
aforementnioned case. Also attached is Exhibit D, which is a statement from practitioner's 
docket manager, Nancy O' Grady, indicating common practice at practitioner's for mail log 
entries. 

III. Applicant has satisfied all the requirements of Detear. V. Schulver* 172 USPO 513 
(D.D.C. 1971) and the petition to revive the Application should be granted 

As noted above, applicant has authorized that the fee due under 37 C.F.R. § 1.17(h) for 
consideration of this petition be charged to Deposit Account 02-2955. Applicant hereby 
additionally authorizes that the fee for filing of the national application be charged to Deposit 
Account 02-2955. Lastly, applicant hereby authorizes that any additional fees or any 
overpayments in connection with this petition and the filing of the national application be 
charged or credited to Deposit Account 02-2955. A duplicate of this petition is enclosed for the 
convenience of the U.S.P.T.O. 



Respectfully submitted, 




Attorney for Applicant 



BOEHRINGER INGELHEIM CORPORATION 

Patent Department 
900 Ridgebury Road 
P.O. Box 368 
Ridgefield, CT 06877 
Telephone: (203) 798-4816 
Facsimile: (203) 798-4408 



2 




Case Number: 01/1196-1-C1 
Outside Counsel: 

Case Type: CON 
Application Number: 10/644,333 
Publication Number: 003901 1 

Patent Number: 
Parent/PCT Number: 
Parent Issue Number: 

Tax Schedule: LE 
Confirmation #: 
Agent: 



Thursday, December 08, 2005 Page: 1 

Country: US SubCase: 

United States of America 
Application Status: Published 

Filing Date: 20-Aug-2003 
Publication Date: 26-Feb-2004 
Issue Date: 
Parent/PCT Date : 
Parent Issue Date : 
Expiration Date: 
Patent Term Adjustment: 0 
Agent Reference #: 



List Of Actions 



Action(s) Due 


Due Date 




Action Taken 


Information Disclosure Stmnt 


20-Nov-2003 


Due Date 




1 Month to Due Date 


29-Aug-2004 


Reminder 


22-Sep-2004 


3 Month Due Date 


29-Sep-2004 


Due Date 


22-Sep-2004 


1st Extension 


29-Oct-2004 


Reminder 


22-Sep-2004 


2nd Extension 


29-Nov-2004 


Reminder 


22-Sep-2004 


2 Weeks to Final Date 


14-Dec-2004 


Reminder 


22-Sep-2004 


6 Month Final 


29-Dec-2004 


Final 


22-Sep-2004 



User ID: mphillip 
Date Created : 1 2-Sep-2003 
Last Update: 08-Mar-2004 



CPi Patent System^W^r^ccess Module - Due Date List Report Page 1 of 3 




Page: i \ Jan ] 3 2006 Due Date List By Date 

From 1 5-Oct-2004 to 31 -Dec-2004 

Due Date Action't&IS?? 5 ^ Case Sub Country Status Attorneys 

Indicator Action Type Number Case 

1 7-Oct-2004 Request for Examination 01/1 156 United States of America Abandoned ADS / GF 

Due Date Substantive Examination Title: inhalable Formulation of a Solution Containing a Tiotropium Salt 



19-Oct-2004 Request for Examination 01/1174 United States of America Abandoned ADS/WY 

Due Date Substantive Examination Title: Pharmaceutical Compositions Based on Anticholinergics and 

Corticosteroids 

1 9-Oct-2004 Request for Examination 01/1244 United States Of America Abandoned ADS / WY 

Due Date Substantive Examination Title: Pharmaceutical Compositions Containing Tiotrpoium Salts and 

Antihistamines and Their Use 

24- Oct-2004 3rd Extension 01/1567 United States Of America Abandoned ads / ko 

Final us-Missing Parts Title: Compositions of Dietary Metals for Support of the Physiological 

Intestinal Development of Diarrhea 

25- Oct-2004 Request for Examination 01/1 162 United States of America Abandoned ADS / GF 

Due Date Substantive Examination Title: Inhalable Formulation of a Solution Containing a Tiotropium Salt 

27-Oct-2004 Information Disclosure Stmnt 01/1322-1-D1 United States of America Published ADS/WY 
Due Date information Disclosure stmnt Title: Powder Formulations Containing Tiotropium Suitable for 

Inhalation 

29-Oct-2004 6 Month Final 01/1181-1-C1 United States of America Abandoned ads 

Final us-3 Month Office Action Title: Compositions and Methods for Treating Cyctic Fibrosis 

29- Oct-2004 Information Disclosure Stmnt 01/1209-1-C1 United States of America Published ADS / WY 

Due Date information Disclosure stmnt Title: Capsules Containing Inhalable Tiotropium 

30- Oct-2004 Information Disclosure Stmnt 01/1532 United States of America Published ADS/WY 

Due Date information Disclosure Stmnt Title: Medicaments for Inhalation Comprising a Steroid and a 

Betamimetic 

02- NOV-2004 Information Disclosure Stmnt 01/1187-1-C1 United States of America Abandoned ADS 

Due Date information Disclosure stmnt Title: Medical Formulation Containing a Muscarinic Agonist 

03- NOV-2004 Non-POV Filing Due 01/1577 PV United States Of America Converted ADS / WY 

Final Non-Provisional Filing Due Title: Process for the Preparation of New Tiotropium Salts, New 

Tiotrpoium Salts as Such and Pharmaceutical Compositions 
Thereof 
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p^e: 2 Due Date List By Date 

From 15-Oct-2004 to 31-Dec-2004 

Due Date Action Due Case Sub Country Status Attorneys 

Indicator Action Type Number Case 

03-Nov-2004 Non-pov Filing Due 01/1 578 pv United States of America Converted ads / wy 

Final Non-Provisional Filing Due Title: Novel Tiotropium Salts, Process for the Preparation and 

Pharmaceutical Compositions thereof 

03-NOV-2004 Non-POV Filing Due 01/1580 PV United States Of America Converted ADS / WY 

Final Non-Provisional Filing Due Title: Novel Crystalline Anhydrate with Anticholinergic Efficacy 

08-NOV-2004 Non-POV Filing Due 01/1589 PV United States Of America Converted ADS / GF 

Final Non-Provisional Filing Due Title: Powder Inhaler 



1 0-NOV-2004 Information Disclosure Stmnt 01/1542 United States Of America Pending ADS / SE 

Due Date information Disclosure stmnt Title: Amorphous, Spray-dried Powders Having a Reduced Moisture 

Content and a High Long Term Stability 

1 3-NOV-2004 Request for Examination 01/11 71 United States of America Published ADS / WY 

Due Date Substantive Examination Title: Pharmaceutical Compositions Based on Tiotropium Salts and 

Salts of Salmeterol 

23- NOV-2004 Information Disclosure Stmnt 01/1563 United States Of America Published ADS / EG 

Due Date information Disclosure stmnt Title: Administration Form for the Oral Application of Poorly Soluble 

Acidic and Amphorteric Drugs 

24- NOV-2004 4th Extension 01/1567 United States Of America Abandoned ADS / KO 

Final US-Missing Parts Title: Compositions of Dietary Metals for Support of the Physiological 

Intestinal Development of Diarrhea 

24-NOV-2004 Information Disclosure Stmnt 01/1563 United States Of America Published ADS / EG 

Due Date information Disclosure stmnt Title: Administration Form for the Oral Application of Poorly Soluble 

Acidic and Amphorteric Drugs 

24-NOV-2004 Information Disclosure Stmnt 01/1564 United States of America Published ADS / SE 

Due Date information Disclosure stmnt Title: Method for Preparing Homogenous Liposomes and Lipoplexes 

26-NOV-2004 Information Disclosure Stmnt 01/1273 United States Of America Abandoned ADS / WY 

Due Date information Disclosure stmnt Title: New Pharmaceutical Compositions Based on Anticholinergics 

and Ciclesonide 
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Due Date List By Date 

From 15-Oct-2004 to 31-Dec-2004 



Due Date 
Indicator 



Action Due 
Action Type 



Case 
Number 



Sub Country 
Case 



Status 



Attorneys 



29-NOV-2004 Response Due 
Due Date US-Missing Parts 



01/1680 pv United States of America Pending ads / wy 
Title: Substituted Cycloalkyl Derivatives, Process for the 

Manufacture Thereof and Use Thereof as Medicament 



07-Dec-2004 US-Restriction Follow Up Date 01/1194-1-C1 United States of America Abandoned ADS / WY 
Due Date us-Restriction Title: Pharmaceutical Compositions Based on Anticholinergics and 

Endothelin Antagonists 



09-Dec~2004 3 Month Due Date 
Due Date US-Final Office Action 



01/1344 



ADS/WY 



United States of America Abandoned 
Title: Combination of an Adenosine A2A-Receptor Agonist and 
Tiotropium or a Derivative Thereof for Treating Obstructive 
Airways and Other Inflammatory Diseases 



20-Dec-2004 Request for Examination 
Due Date Substantive Examination 



01/1175 United States of America Abandoned ads / wy 

Title: Pharmaceutical Compositions Based in Anticholinergics and 
Dopamine Agonists 



24-Dec-2004 F 'naf Deadline 
Final US-Missing Parts 



01/1567 



United States of America Abandoned ads / ko 



Title: Compositions of Dietary Metals for Support of the 
Physiological Intestinal Development of Diarrhea 
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Due Date List By Date 

From 31-Dec-2004 to 31«Jan-2005 



Actioi 
Action T] 



Case Sub Country 
Number Case 



Status 



Attorneys 



04-Jan-2005 Information Disclosure Stmnt 
Due Date Information Disclosure Stmnt 


01/1572 
Title: 


United States of America Published ads / ha 
Process for Preparing N-Substituted 3-Beta-Aminonortopanes 


06-Jan-2005 US-Restriction Follow Up Date 
Due Date US-Restriction 


01/1316 
Title: 


United States of America Published ads / wy 
HFA Suspension Formulations Containing an Anticholinergic 


26-Jan-2005 US-Restriction Follow Up Date 
Due Date US-Restriction 


01/1238 
Title: 


United States of America Granted ads / wy 
Sprinkling Method for Preparing Powder Formulations 


26-Jan-2005 US-Non-Responsive Amendment 01/1300 
Due Date US-Non-Responsive Amendment Title: 


United States of America Abandoned ads/wy 
Pharmaceutical Compositions Based on Anticholinergics and 
EGFR Kinase Inhibitors 



29-Jan-2005 Information Disclosure Stmnt 
Due Date Information Disclosure Stmnt 



01/1577 United States of America Published ads / wy 

Title: Process for the Preparing New Tiotropium Salts, New 

Tiotropium Salts as Such and Pharmaceutical Compositions 
Thereof 



29-Jan-2005 Information Disclosure Stmnt 
Due Date Information Disclosure Stmnt 



01/1578 United States of America Published ads / wy 

Title: Novel Tiotropium Salts, Process for the Preparation and 
Pharmaceutical Compositions Thereof 



29-Jan-2005 Information Disclosure Stmnt 
Due Date Information Disclosure Stmnt 



01/1580 United States of America Published ads / wy 

Title: Novel Crystalline Anhydrate with Anticholinergic Efficacy 
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Applicant: 



IN THE UNITED STATES PATENT & TRADEMARK OFFICE 



Bernd DISSE 



Serial No.: 



10/644,333 



Filed: 



08/20/2003 



Docket: 1/1196-1-C1 



For: 



Compounds For Treating Inflammatory Diseases 



STATEMENT BY NANCY O' GRADY 
EXHIBIT D 



Dear Sir: 

I, Nancy O'Grady, solemnly state and declare as follows: 

1. I am an employee in the Intellectual Property Department (hereinafter 'the 
Department') at Boehringer Ingelheim and I joined the Department in July 2003 as an 
Administrative Assistant, and I presently hold the position of Patent Administrator. In 
my current capacity I log the incoming and outgoing mail including official 
communications from the USPTO such as Official actions. 

2. I attest that the documents submitted by practitioner, Andrea D. Small, Reg. No. 
54,859, in support of the petition to revive application number 10/644,333 are 
complete and accurate to the best of my knowledge. These documents include: 

(a) a copy of all replies docketed for a date three months from the mail date of the 
nonreceived office action, where no due date was generated for Office communication 
dated October 15, 2004 (Exhibit B); and 

(b) copies of the official log entries for incoming and outgoing mail during the time 
period between October 15, 2004 and November 17, 2004, where no entry of 
incoming mail for communication dated October 15, 2004 for application 10/644,333 
was made. (Exhibit C). 

3. I aided the practitioner in her search for the Office communication of October 15, 
2004 in relation to application number 10/644,333 and the search did not yield any 
evidence of receipt of said Office communication by our Department. 



The undersigned declares further that all statements made herein of her own 
knowledge are true and that all statements made on information and belief are 
believed to be true; and further that these statements were made with the knowledge 
that willful false statements and the like so made are punishable by fine or 
imprisonment, or both, under section 1001 of Title 18 of the United States Code and 
that such willful false statements may jeopardize the validity of the application or any 
patent issuing thereon. 



Date: 





This Page is Inserted by IFW Indexing and Scanning 
Operations and is not part of the Official Record 



Defective images within this document are accurate representations of the original 
documents submitted by the applicant. 

Defects in the images include but are not limited to the items checked: 

□ BLACK BORDERS 

□ IMAGE CUT OFF AT TOP, BOTTOM OR SIDES 

□ FADED TEXT OR DRAWING 

□ BLURRED OR ILLEGIBLE TEXT OR DRAWING 

□ SKEWED/SLANTED IMAGES 



Id LINES OR MARKS ON ORIGINAL DOCUMENT 

□ REFERENCE(S) OR EXHIBIT(S) SUBMITTED ARE POOR QUALITY 

□ OTHER: 

IMAGES ARE BEST AVAILABLE COPY. 
As rescanning these documents will not correct the image 
problems checked, please do not report these problems to 
the IFW Image Problem Mailbox. 



BEST AVAILABLE IMAGES 




COLOR OR BLACK AND WHITE PHOTOGRAPHS 




□ GRAY SCALE DOCUMENTS 



